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DETAILED ACTION 

Response to Amendment 

1 . This communication is a non-final Office Action in response to communications 
received August 21, 2008. Claims 22-37 and 39-47 have been cancelled. Claim 1 has 
been amended. Therefore, claims 1-21 and 38 are pending and addressed below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1 and 38 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. If the broadest reasonable interpretation of 
the claimed invention as a whole is directed to software per se, then a rejection under 
35 U.S.C. 101 must be made indicating that the claimed invention is directed to non- 
statutory subject matter. Claim 38, although citing 'means for', does not provide physical 
structure within the specification to support a statutory class. Therefore, claiming of 
software per se is non-statutory. 

EXAMINER'S NOTE 

3. It appears the Applicant is attempting to invoke 35 U.S.C. 112, 6 th paragraph in 
Claim 38 by using "means-plus-function" language, such as "means for receiving 
enrollment information" , "means for providing a participant identification code", "means 
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for selecting by the participant", etc. in the above claim. In order to successfully invoke 
the sixth paragraph, a three-prong test must be met. Namely, (1) the claim must use 
means-plus-function language; (2) the claim itself must not provided structural 
limitations to the means-plus-function language; and (3) the specification must recite 
explicit physical structural limitations for the means-plus-function language in the claim. 

While the above claims pass the first two prongs of the three prong test, they do 
not pass the third prong. There is no explicit recitation in the specification of any 
physical structures to perform the functions of the means-plus-function limitations in the 
claims. The only "structure" for performing the functions in the above claims appears to 
be computer program modules (i.e. virtual structure, not physical structure) and 'Fig 1 
(which) is a block diagram of a typical Internet client server environment'. Therefore, 35 
U.S.C 112, 6 th paragraph has not been successfully invoked. The Examiner will 
consider the means to perform the claimed functions as any means, physical or virtual, 
that can perform the function. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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5. Claims 1- 8, 10-21, and 38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Burke, US20030083930. 

Claim 1 and 38: Burke discloses a method and a system for collaborative affinity 
marketing including a processor, an aggregator, a participant and a merchant 
comprising: 

receiving by a collaborative affinity marketing system enrollment information from 
the plurality of aggregators, participant and merchant (see page 1, Para [0005] 
whereby an embodiment of the invention (collaborative affinity marketing system) 
involves a clearinghouse component (processor), a nonprofit component (aggregators), 
supporter component (participants) and a merchant component, also see page 4, Para 
[0016] whereby receiving via a central computer system enrollment information from (a 
plurality of) nonprofits, supporters and merchants accounts; 

assigning a participant identification code to the participant wherein the 
participant identification code keeps identity of the participant anonymous (see page 2, 
[0020], lines 2-4 whereby the supporter (participant) is assigned an account number ID 
(identification code) via the CC, also see page 4 [0067] whereby system provides 
security for all participants, also see Para [0070], whereby a supporter can automatically 
send a rebate to a nonprofit when they make purchases by simply entering a system ID, 
i.e. 'amount spent, location, time, date etc', (no requirement for personal information for 
rebate, hence anonymous via simply entering a system ID); 
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storing enrollment information of the plurality of aggregators, participant, and 
merchant (see Figure 1, Central Computer and Data Storage; also see page 1, [0016]); 

selecting by the participant a selected aggregator from the plurality of 
aggregators (see page 4, [0064], lines 1-3 whereby the (affinity) system allows all 
consumers to participate in earning rebates for (selecting) their favorite nonprofits); 

providing the participant identification code to the merchant, when the participant 
initiates a purchase transaction with the merchant (see page 4, Para [0070], whereby a 
supporter can automatically send a rebate to a nonprofit when they make purchases by 
simply entering a system ID); 

storing information about the participant identification code and an amount for 
the purchase transaction by the merchant (see claim 1, linesl 1-12 'having the entry 
terminal (merchant) record (store) the ID, as well as the amount of dollars spent in a 
transaction); 

receiving the stored participant identification code, the amount for the purchase 
transaction, and (computes/collects) funds corresponding to a portion of the amount for 
the purchase transaction by the processor (see page 4, [0070], also see page 1, [0015] 
whereby in Fig 1 , a system embodying a central computer system having a 
clearinghouse (processor) component, also see page 1 , [0005] whereby the processor 
is a central component of the system connecting the other three components, hence the 
processor is always integral to every transaction thereby the processor inherently 
collect/computes a portion of each transaction); and 
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sending a portion of the funds received by the processor to the selected 
aggregator (see page 4, [0070], also see page 4, [0067], line 3 dispersing donations). 

Claim 2: Burke discloses the invention as in claim 1 above, and further discloses 
the feature wherein the participant enrolls with the processor (see page 1 , Para [0016], 
lines 1-3;. 

Claim 3: Burke discloses the invention as in claim 1 above, and further 
discloses the feature wherein the participant enrolls with the selected aggregator (see 
page 2, [0035]). 

Claim 4: Burke discloses the invention as in claim 3 above, and further discloses 
the feature further comprising sending the participant identification code to the 
processor without disclosing the identity of the participant (see page 2, [0035] whereby 
the nonprofit provides participant with a TC (transaction card) , also see page 2, [0020], 
lines 8-9 whereby via participant TC at cash register(s) participant connect their ID and 
amount of their spending (using same method for transferring ID to processor as if they 
had enrolled via the processor, see page 2, Para [0021], also see page 4 [0067] 
whereby system provides security for all participants, also see Para [0070], whereby a 
supporter can automatically send a rebate to a nonprofit when they make purchases by 
simply entering a system ID, i.e. 'amount spent, location, time, date etc', (no 
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requirement for personal information for rebate, hence anonymous via simply entering a 
system ID);). 

Claim 5: Burke discloses the invention as in claim 1 above and further discloses 
the feature wherein the providing the participant identification code to the merchant 
comprises of presenting a participant card to the merchant (see page 4, Para [0070], 
line 4). 

Claim 6: Burke discloses the invention as in claim 5, above and further discloses 
the feature wherein the participant card is one or more of a group of a bar coded card, a 
card with magnetic strip, a smart card and a radio frequency identification card (see Fig 
2, Mag Stripe and Bar Code). 

Claim 7: Burke discloses the invention as in claim 1 above, and further discloses 
the feature wherein the sending a portion of the funds received by the processor from 
the merchant to the selected aggregator (nonprofit component) comprise of providing a 
credit to the aggregator (see page 1 , Para [0007], lines 5-7). 

Claim 8: Burke discloses the invention as in claim 1 above, and further discloses 
the feature wherein the purchase transaction is an on-line transaction and the 
participant identification code is provided to the merchant electronically (see page 1, 
Para [0006], lines 7-9 whereby clerk (merchant) receives user/customer ID via barcode, 
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mag stripe, key stroke or other (electronic) modality, also see Para [0017], lines 1-4 
whereby the merchant terminal connects to the system/computer/CPU via 
communications system via satellites/cables (on-line transaction)) 

Claim 10: Burke discloses the invention as in claim 1 above, and further 
discloses the feature wherein the participant identification code is stored in a merchant 
sales tracking system as an item, when the participant initiates a purchase transaction 
(see page 1 , Para [0007], lines 1-4 whereby one embodiment the entry terminal records 
the ID and the transaction data which is then stored (in merchant sales tracking system) 
as well as uploaded to the central clearinghouse component). 

Claim 1 1 : Burke discloses the invention as in claim 1 above, and further discloses 
the feature wherein the selected aggregator is one or more of the group [of] a non-for- 
profit organization, a marketer organization or a product distributor (see page 4, Para 
[0069], lines 4-7 whereby the invention offers multiple reward programs (non-profit 
aggregators). 

Claim 12: Burke discloses the invention as in claim 1 above, and further 
discloses the feature wherein the enrollment information of the plurality of aggregators, 
participant, and merchant are stored in a processor database (see page 1 , Para [0016] 
lines 1-5 whereby the central computer system (processor database) enrolls nonprofits, 
supporters and merchant account and processes and updates accounts). 
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Claim 13: Burke discloses the invention as in claim 12 above, and further 
discloses the feature wherein the processor database is accessible via a processor 
website (see page 1, Para [001 7], lines 1-12 whereby the CC is a system or computer 
contains a CPU and a large data storage and a communications systems accessible via 
the internet (website) or intranet networks in homes and businesses). 

Claim 14: Burke discloses the invention as in claim 1 above, and further 
discloses the feature wherein the funds corresponding to a portion of the amount of 
purchase transaction are sent to the processor via electronic fund transfer (see page 4, 
Para [0061] whereby the CC computes the rebate and updates all accounts, also see 
Para [[0067], lines 4 whereby a bank based (electronic fund transfer) method of tracking 
and dispersing donations (portion of funds from merchant sent to processor, processor 
inherently collects its portion of each transaction or batch of transactions)). 

Claim 15: Burke discloses the invention as in claim 1 above, and further 
discloses the feature wherein the portion of the funds received from the merchant are 
sent to the selected aggregator via electronic fund transfer (see page 4, Para [0061] 
whereby the CC computes the rebate and updates all accounts, also see Para [[0067], 
lines 4 whereby a bank based (electronic fund transfer) method of tracking and 
dispersing donations (portion of funds from merchant sent to aggregator)). 
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Claim 16: Burke discloses the invention as in claim 1 above and further 
discloses the feature comprising storing historical data for each of the processor, 
selected aggregator, participant and merchant (see page 4, Para [0067], lines 1-7 
whereby an automatic and centrally coordinated data tracking system, an audible 
system (storage) for all participants (processor, aggregator, participant and merchant)). 

Claim 17: Burke discloses the invention as in claim 1 above, and further 
discloses the feature further comprising validating the stored participant identification 
code, the amount of purchase transaction, and the funds corresponding to a portion of 
the amount of purchase transaction by the processor (see page 2, Para [0023], whereby 
the participant ID is validated via a secure personal identification number (PIN) and at 
the time of a store purchase information regarding the purchasing activity (amount of 
purchase transaction) is connected to the account number to form a data packet which 
is sent to the CC for processing and accounts management, also see [0061] whereby 
the CC computes the rebate and updates ALL (inherently includes processor portion) 
accounts). 

Claim 18: Burke discloses the invention as in claim 17 above, and further 
discloses the feature wherein stored transaction data is for statistical and demographic 
analysis (see page 4, Para [0069], lines 3-9 whereby customer spending and loyalty 
behavior are recorded (stored) in order to provide sophisticated and robust reporting 
capability (statistical and demographic analysis). 
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Claim 19: Burke discloses the invention as in claim 1 above, and further 
discloses the feature comprising sending a report generated by the merchant to the 
processor (see page 2, Para [0022]). 

Claim 20: Burke , discloses the invention as in claim 1 above, and further 
discloses the feature comprising sending a report generated by the processor to the 
selected aggregator (see page 4, lines 1-6 whereby the components 
(nonprofit/aggregator as one of components) accepts and interfaces with multiple and 
diverse merchants to provide sophisticated reporting capability). 

Claim 21 : Burke discloses the invention as in claim 1 above and further 
discloses the feature comprising sending a report generated by the processor for the 
participant (see page 4, Para [0067 whereby a centrally coordinated data tracking 
system provides information for all participants). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burke in 
view of Phillips etal. (7,398.248 ). 

Claim 9 : Burke fails to disclose the feature wherein the providing the participant 
identification code to the merchant comprises of scanning a fingerprint or retina of the 
participant. 

However, Phillips et al . discloses the method of providing the participant 
identification code to the merchant comprised of scanning a fingerprint or retina of the 
participant (see column 3, lines 20-24). 

Both Burke and Phillips et al . disclose a method of confirming the identity of 
customers by biometric means in a retail environment with reward and rebate cards. 

Therefore, it would have been obvious to one skilled in the art at the time of the 
invention to modify the Burke marketing method to include either a retinal scan or a 
fingerprint scan as taught by Phillips et al . in order to provide the security required to 
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ensure improved automation and facilitation of a collaborative affinity marketing 
process. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-21 and 38 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Helbing (5,555,497) discloses a charitable contribution centralization system and 
apparatus. 

Helbing (5,546,303) discloses a method and system for correlating charitable 
contributions. 

Hovakimian (5,466,919) discloses a credit/charge card system enabling 
purchasers to contribute to selected charities. 

Burke (5,621 ,640) discloses an automatic philanthropic contribution system. 

Burke (6,1 12,191) discloses a method and system to create and distribute 
excess funds from consumer spending transactions. 

Molbak et al . (5,909,794) discloses a donation transaction method and 
apparatus. 
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Barton (6,164,533) discloses a point of sale automatic savings program 
contribution system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL H. GOLDMAN whose telephone number is 
(571)270-5101 . The examiner can normally be reached on Monday thru Thursday 
6:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on 571-272-6722. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

mhg 

September 29, 2008 
/James W Myhre/ 

Supervisory Patent Examiner, Art Unit 3688 



